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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

State of Michigan     ) 

       ) 

  Petitioner,    ) Reg. Nos.: 3992159 

       )   3348635 

       ) 

v.       ) 

       ) 

M22, LLC      ) Proceeding: 92058315 

       ) 

  Respondent.    ) 

       ) 

__________________________________  ) 

 

PETITIONER STATE OF MICHIGAN’S COMBINED  
BRIEF IN REPLY AND RESPONSE TO  

RESPONDENT’S CROSS-MOTION 

 

 Pursuant to the October 2, 2015 Order of the Trademark Trial and Appeal Board 

(TTAB), Petitioner, State of Michigan (State), in reply to Respondent’s Response to the 

State’s Motion for Partial Summary Judgment, and in response to Respondent’s Cross-

Motion for Partial Summary Judgment, states as follows:   

INTRODUCTION 

The parties each move for summary judgment on the State’s claim that 

Respondent’s use of the State’s road sign was not lawful use in commerce so as to qualify 

for trademark registration under the Lanham Act.  The State’s motion is premised on 

TMEP § 1205, which precludes registration of marks for which trademark protection is 

prohibited under “various federal statutes and regulations.”  The State established the 

development of the Manual on Uniform Traffic Control Devices (MUTCD or Manual), and 

further demonstrated that MUTCD Standards (i) constitute mandatory or prohibited 

conduct, (ii) are applicable to private and public parties, and (iii) are incorporated into the 

Code of Federal Regulations, thereby having the force and effect of law.  The State also 
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established that to qualify for federal funding, states must adopt the MUTCD, which 

applies to all roads involving federal funds, and may supplement the Manual with approval 

by the Federal Highway Administration (FHWA).   

In 2003, after notice-and-comment rulemaking, the FHWA promulgated a MUTCD 

Standard prohibiting trademark protection for road signs included in the Manual.  The 

State adopted the 2003 MUTCD, and included the State’s trunkline highway route marker, 

e.g.,         , via a FHWA-approved supplement, as has been done since 1973.  Because the 

State’s sign is included in the MUTCD, and federal regulations prohibit trademark 

protection for such signs, Respondent’s use of the State’s sign affixed to goods and services 

sold, i.e.,           and          (Marks), was not lawful use in commerce so as to be eligible for 

trademark registration.  Moreover, as it is the State’s sign design, Respondent cannot 

satisfy the Lanham Act’s ownership requirement for trademark registration. 

Respondent failed to dispute the history of the MUTCD or that MUTCD Standards 

constitute mandatory requirements and prohibited practices applicable to both public and 

private parties.  Even the case law cited by Respondent confirms that MUTCD Standards, 

as opposed to support, guidelines, and options, have the force and effect of law.  Nor did 

Respondent dispute that (i) the State’s sign has been included in the MUTCD by FHWA-

approved supplement since 1973, (ii) the 2003 MUTCD, as adopted and supplemented by 

the State, includes the State’s sign as well as the Standard prohibiting trademark 

protection for road signs incorporated therein, and (iii) all trunkline highways in Michigan 

involve federal aid and, therefore, federal regulations apply to them.   

Nevertheless, Respondent misconstrued the crux of the State’s lawful use in 
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commerce claim and applicable case law, as well as authority on MUTCD enforcement.1  

Contrary to Respondent’s assertion, the issue at hand is not whether Respondent violated 

federal statutes or regulations pertaining to labeling and shipping products, such as food, 

cosmetics, and wine.  Rather, the issue is that Respondent’s use of the State’s sign, affixed 

to apparel and other novelty items, cannot satisfy the “lawful use in commerce” 

requirement for trademark registration under the Lanham Act because, like other federal 

statutes and regulations prohibiting trademark protection, which are implemented by the 

USPTO in deciding registration, MUTCD Standards prohibit trademark protection for the 

State’s sign and, having the force and effect of law, must also be effectuated.  Otherwise, 

the risk of harm to the State is substantial.    

Finally, in an attempt to circumvent federal law, Respondent asserted that the 

State’s claims are barred by laches and acquiescence, also known as the Morehouse defense.  

However, as explained below, the TTAB has held that the Morehouse defense cannot be 

invoked where, as here, the claim at issue is whether the party’s use is not lawful because it 

is prohibited by law.  Nor can laches defeat a governmental entity acting in the public 

interest and to protect a public right.  Accordingly, summary judgment in favor of the State 

on its lawful use in commerce claim is warranted. 

UNDISPUTED FACTS 

Respondent did not dispute that the State developed the diamond sign design for 

trunkline highways and has used the sign throughout the State of Michigan, dating back 

nearly 100 years.  Further, Respondent failed to dispute the State’s continuous use of the 

                                            
1 Remarkably, Respondent even suggested that the State should have declined federal 

funding for its roads to allow trademark rights in the State’s sign, obviously under the 

misconception that a party other than the State, which owns the sign, could register the 

mark as its own. 
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current sign design since 1973, e.g.,        .  Nor did Respondent refute that the M-22 route 

marked by the State’s sign is a Scenic Heritage Route, and one of several notable Michigan 

trunkline highways marked by the same sign design, albeit with a different route number, 

in the Great Lakes Circle Tour and the Lake Michigan Tour.   

Regarding the Manual, Respondent did not dispute that MUTCD Standards 

constitute federal regulations establishing mandatory and prohibitive conduct to be 

adhered to by private parties and all states receiving federal funds.  Respondent also failed 

to dispute that, after notice-and-comment rulemaking, a Standard prohibiting trademark 

protection for all signs in the Manual was included in the federal MUTCD in 2003, and 

adopted by Michigan.  Nor did Respondent establish a material factual dispute that, since 

1973, the State has adopted the federal MUTCD with a FHWA-approved State supplement 

incorporating the State’s sign in the Manual, and there is a risk of substantial harm to the 

State if the registrations are not canceled.    

As for the facts alleged by Respondent, the State does not dispute that northwest 

Michigan and the M-22 route have been a popular tourist destination for several decades 

before Respondent put the State’s sign on a t-shirt, and that Respondent has a successful 

business and was recognized for its success.  The State also agrees that, in 2012, the 

Michigan Attorney General issued an Opinion stating that the State’s sign is not 

protectable as a trademark.  Prior to and after the Attorney General Opinion was issued, 

the parties spent nearly two years trying to resolve this matter amicably, but were 

unsuccessful.  However, as explained more fully below, Respondent’s contentions that the 

Marks are “creatively dissimilar from” the State’s sign, that northwest Michigan and the 

M-22 route are popular because of Respondent’s business success, that Respondent’s use 

and registration of the Marks as trademarks is permissible, and that the State’s claim is 

barred by acquiescence or laches, are meritless and lack any basis in fact or law.  
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ARGUMENT 

 

I. Respondent failed to meet Lanham Act requirements for registration of the 

Marks, which are nearly identical to the State’s sign. 

 

To be registrable as trademarks under the Lanham Act, the Marks must be, inter 

alia, trademarks used in commerce, and Respondent must own the Marks.  (Motion, pp. 20-

22.)  As explained below, there is no material factual dispute, and by its own actions 

Respondent has conceded, that the Marks are virtually identical to the State’s sign, which 

Respondent clearly does not own.  Respondent also failed to establish any material facts in 

dispute as to whether federal regulations prohibit trademark protection for the State’s sign 

included in the Manual by FWHA-approved supplement.  Because the State’s sign is not 

eligible for trademark protection, it cannot be a “trademark” or in “lawful use in commerce” 

as required under the Lanham Act; nor is Respondent the owner of the State’s sign, which 

is incorporated into the Marks.  Thus, the registrations at issue must be canceled. 

Strangely, Respondent placed the blame for its inability to register the State’s sign as 

a trademark on the State’s “selfishness” in securing federal funding for its roads, claiming 

the State acted “through its own volition and in order to obtain federal road funding” by 

adopting the MUTCD and including in the Manual the State’s sign design, with approval by 

FHWA, for more than forty (40) years.  (Response, pp. 13-14.)  While Respondent contends 

that the State could have rejected federal funds and the Manual to allow trademark 

protection for the State’s signs, such a ridiculous suggestion does not weigh in its favor 

because, under any scenario, Respondent does not own the State’s sign. 

A. The Marks are not readily distinguishable from the State’s road sign, and 
they need not be identical to be simulations. 

  

Without question, the Marks, i.e.,          and         , are virtually identical to the 

State’s sign, e.g.,        .  In fact, Respondent failed to dispute the Examiner’s finding that the 
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Marks are used in “exactly” the way the State uses the road signs for its highway.  (Motion, 

pp. 19-20.)  On its Facebook page, Respondent admits that the “M22 road sign” is protected 

as a trademark.  (Ex. 30.)   

Now Respondent purports to have made “creative” modifications to the State’s sign.  

By its own admission, Respondent’s “creativity” is limited to a white border, imperceptibly 

thicker letters within and rounder corners on the diamond, and the addition of 

“M22ONLINE.COM” below the State’s sign.  However, the allegedly “creative” white border 

around the sign in the Marks is the same as the border that appears on signs erected along 

Michigan’s roads.  See Ex. 28, p. 2 and Ex. 31.  Moreover, a white border added to the sign 

to set it apart from the dark color of a t-shirt is not even remotely creative.  Clearly, 

Respondent’s creativity is as indiscernible as the thickness changes and rounded corners 

that it self-servingly claims make the Marks readily distinguishable from the State’s sign 

design.  In fact, Respondent has admitted that its feigned “creative” differences are of no 

moment by threatening to sue those who duplicate the State’s sign on grounds that such 

signs, including the M-22 sign, i.e., without thickness changes and rounded corners, are 

identical to and infringe the unlawfully registered Marks.  (Exs. 32-35.)  For example, 

Respondent threatened to sue users of the State’s sign with M-25, M-26, M-28, M-37, and 

M-119 in the diamond, on the basis that each applicant’s mark was “identical” to the Marks 

at issue here.  (Ex. 29, Exs. 36-41.)  Respondent cannot have it both ways.  Its admission 

that third party uses of the State’s sign infringe and are confusingly similar to the Marks 

constitutes an admission by Respondent that the Marks are not creatively different from 

the sign. 

Moreover, Respondent has admitted that identicalness of its Marks to the State’s 

sign is not required, especially where the “substantial and distinctive portion” of the State’s 

sign are copied.  (Exs. 36 and 37.)  Any notion that the Marks must be identical to the 
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State’s highway route marker, or that identicalness must be determined by a careful 

analysis and side-by-side comparison to determine whether they are readily 

distinguishable, is misguided because purchasers retain only an overall recollection of 

design marks: 

The determination of whether applicant’s mark is a simulation of an 
insignia of the United States is made “without a careful analysis and 
side-by-side comparison” with the government insignia because 
“purchasers normally retain but a general or overall rather than a 

specific recollection of the various elements or characteristics of design 

marks.” 
 

In re Peter S. Herrick, P.A., 91 U.S.P.Q.2d 1505; 2009 WL 1741898 (TTAB 2009) (citations 

omitted) (finding that, in comparing the applicant’s mark to the government seal at issue, 

with the exception of the words “U.S. Customs Service” in place of “The Department of the 

Treasury,” the challenged mark was identical to the seal, and “the average person upon 

seeing applicant’s mark would associate it with the Department of Treasury seal” and, 

therefore, because the applicant’s mark was not readily distinguishable from the 

Department of Treasury seal, it “consists of or comprises a simulation of an insignia of the 

United States thereby prohibiting registration.”).  Here, evidence of purchasers’ recollection 

that the Marks are not readily distinguishable from the State’s sign is clear from the 

dramatic uptick in road sign thefts after Respondent adopted the sign as its brand.  

(Motion, p. 19.)     

Without question, Respondent has admitted that the Marks are not readily 

distinguishable from the State’s sign.  Because federal regulations prohibit trademark 

protection for the sign, and the Marks are virtually identical to the sign, it is axiomatic that 

trademark protection for the Marks is prohibited by law, and the trademark registrations 

at issue must be canceled.  
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B. For decades before Respondent copied the State’s sign onto a t-shirt, 

northwest Michigan was, and still is, recognized as a popular tourist 

destination identified by the State’s route marker. 

 

Respondent conceded that northwest Michigan “has long served as a coastal 

retreat,” “was recently named ‘Most Beautiful Place in America’ by ABC News,” and is 

home to several famous festivals.  (Response, p. 2.)  Nevertheless, Respondent claims, 

without any supporting evidence, that its adoption of the State’s sign as its brand has been 

the catalyst for the region’s popularity.  (Response, p. 3.)  To the contrary, the popularity of 

the region, identified by reference to the state trunkline road, existed long before 

Respondent put the State’s sign on a t-shirt to “express a common passion for northern 

Michigan.”  (Response, Ex. A, p. 4, Story (emphasis added)).   

In 2011, Respondent admitted that the road marked by the State’s sign, and the 

northwest Michigan region represented by the road and sign for decades before Respondent 

put the State’s road sign on a t-shirt, has always been special to residents and tourists alike 

– “It is easy for people to relate to the road because of its cool location and most people 

already have an attachment to it.  M-22 is a special place for people, good memories.”  (Ex. 

43.)  Respondent’s founders admit that “[t]he highway is the nicest, most beautiful stretch 

of road along any fresh water in the world.”  (Ex. 43.)  Indeed, in September 2015, USA 

Today readers voted the route known as M-22 as the top scenic drive in the country – 

although there was no mention of Respondent’s store in the article or that it was in any way 

a contributing factor to the region’s popularity.  (Ex. 44.)  More than a decade earlier, the 

M-22 route was declared a Scenic Heritage Route by the Michigan Legislature, and part of 

the Lake Michigan Circle Tour and the Great Lakes Circle Tour in northwest Michigan.  

(Response, p. 3, Ex. A, p. 4.)  Clearly, Respondent’s adoption of the State’s sign is not the 

reason for the popularity of the region.  Rather Respondent adopted the State’s sign to 
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trade on the goodwill and well-established popularity of the tourist region associated with 

the State’s route marker over the past century.  

C. MUTCD Standards must be implemented under TMEP 1205.01, and warrant 

cancellation of the registrations at issue.   

Despite clear and unambiguous language in the Manual and in federal regulations, 

Respondent contends that the entirety of the MUTCD comprises suggestions and guidelines 

that the states may choose to ignore.  (Response, p. 15.)  To the contrary, the express 

language of the MUTCD and 23 C.F.R. § 655.603 confirm that MUTCD Standards, rather 

than support, guidelines and options, have the force and effect of law.  See Motion, pp. 10-

16.  Indeed, the cases cited by Respondent confirm that MUTCD Standards are mandatory 

or prohibitory and must be given preclusive effect, including the provision preventing 

trademark protection for the State’s sign. 

Referring to 36 C.F.R. § 261.22, Respondent admitted that “it is clear that where . . . 

a regulatory agency through the Code of Federal Regulations, has intended to exclude 

certain subject matter from trademark registration, it has explicitly stated its intent to do 

so.”  (Response, p. 13.)  The FHWA has done so in adopting a federal regulation expressly 

prohibiting trademark protection for signs in the Manual.  Nevertheless, Respondent 

asserts that whether it satisfies the requirements of the Lanham Act for purposes of 

trademark registration should not be determined based on the language of this MUTCD 

Standard.  Section 1205.01 of the TMEP belies Respondent’s claim, as it requires 

consideration of statutes and regulations precluding trademark registration, including 

those listed in Appendix C.  That the MUTCD is not currently listed in Appendix C is 

irrelevant, as the list is “nonexhaustive” and “other sections also exist . . . which are not 

indexed under these terms.”  T.M.E.P. § 1205, Appendix C.   

Respondent also contends that its “violation” of the Manual cannot be a basis for 
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canceling registration of the Marks.  As explained in the TMEP, the MUTCD does not 

provide the basis for refusing or canceling registration; rather, the Board must consult the 

relevant statute or regulation “to determine the function of the designation and its 

appropriate use.”  TMEP § 1205.01.  TMEP § 1205 requires the USPTO to give effect to 

regulations that prohibit trademark protection, such as the MUTCD.  Where, as here, the 

MUTCD provides that no one has the right to trademark protection for road signs in the 

Manual, the Marks must be canceled “on ground that the mark is not in lawful use in 

commerce, citing §§1 and 45 of the Trademark Act, 15 U.S.C. 1051 and 1127, in addition to 

the relevant [regulation].”  T.M.E.P. § 1205.01. 

In addition, Respondent failed to refute the risk of substantial harm to the State if 

the registrations are not canceled, as explained in the State’s Motion.  See Motion, pp. 22-

25.  However, Respondent’s purported lack of “intent” to enforce the Marks against the 

State has no bearing on the requirement to adhere to federal regulations, and is not a valid 

defense to its inability to satisfy the “lawful use in commerce” requirements necessary for 

trademark registration.  Not surprisingly, Respondent failed to cite any authority for its 

claim.    

1. Contrary to Respondent’s misunderstanding, the Supreme Court and 

other courts have confirmed that MUTCD Standards are mandatory 

and adherence is required. 

 

Respondent misconstrued the Supreme Court’s holding in CXS Transp. Inc. v. 

Easterwood, 507 U.S. 658 (1993).  Contrary to Respondent’s assertion that the MUTCD 

cannot be enforced, the Supreme Court stated unequivocally that standards set out in the 

MUTCD are mandatory on all projects, and must be adhered to:  “For all projects, [States] 

must employ devices that conform to standards set out in FHWA’s Manual on Uniform Traffic 

Control Devices for Streets and Highways (MUTCD or Manual).”  CXS Transp. Inc., 507 U.S. 
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at 666 (emphasis added) (citing 23 C.F.R. § 655.603 (1992)).   

Similarly, in Oliver v. Ralphs Grocery Co., 654 F.3d 903 (9th Cir. 2011), another case 

misconstrued by Respondent, the Ninth Circuit confirmed that “[i]n order to remain eligible 

for federal highway and highway safety program funds, a state must . . . adopt the federal 

MUTCD in conjunction with a state supplement.”  Id. at 910.  Although the facts in Oliver do 

not resemble those in the case at bar, the opinion is instructive here, but not for the reasons 

stated by Respondent.   

In Oliver, contrary to the plaintiff’s assertions, the court found that (i) the federal 

MUTCD was issued pursuant to 23 U.S.C. § 109(d) and § 402(a), not the Rehabilitation Act; 

and (ii) the department of transportation did not revise the federal MUTCD to bring it into 

conformance with the Rehabilitation Act, but rather promulgated regulations to implement 

the Act’s prohibition on discrimination.  Id. at 910.  Thus, a design feature inconsistent with 

the Manual was not a per se violation of the ADA.  Id. at 911.  Oliver is instructive in the 

instant case where the Lanham Act prohibits trademark registration for marks that are not 

in lawful use in commerce.  Like dozens of other statutes and regulations prohibiting 

trademark protection for various marks, in promulgating regulations prohibiting trademark 

protection for road sign designs in the Manual, the FHWA implemented the Lanham Act’s 

prohibition on registration by preventing the use of such signs in commerce from being the 

“lawful use” required for registration. 

2. Respondent’s cited cases confirm that MUTCD “guidelines” are 

optional, while “Standards” are mandatory or prohibitive.  

Other cases cited by Respondent discuss MUTCD guidelines, which are not 

standards and, therefore, are not mandatory or prohibitive.  For example, in Peruta v. City 

of Hartford, 2012 WL 3656366 (D. Conn. Aug. 24, 2012), the plaintiff sought to enjoin the 

city from operating and enforcing a Pay and Display Parking Meter System on grounds that 
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the system, inter alia, failed to meet national uniform standards for traffic control devices, 

as supplemented by state standards, for giving notice of traffic laws and regulations.  Id. at 

1-2.  Specifically, the plaintiff alleged that the parking meter system in place at the location 

where he received a ticket, and in other areas throughout the city, did not meet the 

standards set forth in the MUTCD and the municipal code.  The court held that the 

guidance portion of the MUTCD relied on by the plaintiff was, as explained in the MUTCD, 

only general guidance and, “therefore clear based on the express terms, structure, and 

context of the MUDCT [sic] that it poses nothing more than a form of guidance for states 

and local municipalities to follow in the design and placement of regulatory, including 

parking, signs.”  Id. at 14.  Further, the court held that “there is no private right of action 

for an alleged violation of MUTCD as incorporated into 23 C.F.R. §§ 600 et seq.”  Id. at 15.  

Clearly, the facts in Peruta have no resemblance to this case where Standards, rather than 

guidelines, are at issue. 

Similarly, the facts and issues in Wasserman v. City of New York, 802 F. Supp. 849, 

855 (E.D.N.Y. 1992) confirm that “guidelines” in the MUTCD are not mandatory.  In 

Wasserman, the sign at issue was posted farther away than the “suggested advance posting 

distances” set forth in the MUTCD.  The court also distinguished the facts from Peckham v. 

State, 387 N.Y.S.2d 491, 492 (App. Div. 4th Dept 1976), where the state was found negligent 

because it did not post a sign in accordance with MUTCD requirements.  Wasserman, 802 F. 

Supp. at 855. 

In Albertson v. Fremont County, Idaho, 834 F. Supp. 1117 (D. Idaho 2011), another 

case that Respondent cites, the court confirmed that “the Idaho Supreme Court has held 

that a violation of a mandatory provision of the MUTCD may act as the basis for a claim of 

negligence per se.”  Albertson at 1137.  However, MUTCD “guidelines” are not mandatory.  
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Id. at 1136.  The plaintiff’s negligence per se claim failed because application of the 

MUTCD on snowmobile trails, which are not “highways,” is not mandatory.  Id. at 1138.      

Respondent’s summary of another case, Texas Department of Transportation v. 

Andrews, 155 S.W.3d 351, 359-360 (Tx. App. 2004), as one in which the court found that 

MUTCD standards are discretionary rather than mandatory, is also wrong.  In Andrews, the 

State of Texas adopted a Texas Manual with more stringent standards than the federal 

MUTCD, but the state statute authorizing implementation of the Texas Manual indicated 

that these higher standards were discretionary rather than mandatory.  Id. at 359.  The court 

confirmed that standards in the federal MUTCD are mandatory, while guidelines are 

discretionary.  Id. at 359-360 (finding that “appellees presented no evidence showing that the 

roadway and extension do not conform to the standards set forth in the federal manual,” and 

the provisions relied on by appellees were guidelines and, therefore, not mandatory).   

Respondent also misconstrued another case, Donaldson v. Department of 

Transportation, 511 S.E.2d 210, 214 (Ga. App. 1999).  In Donaldson, the court confirmed that 

“[t]hrough the Code of Federal Regulations, the MUTCD can be [sic] established applicable 

standard of care under proper facts.”  Id. at 213.  However, the roadway at issue in the case 

was not a “Federal-aid highway so that the MUTCD would be applicable and have the force 

of law in this case.”  Id.  In the instant case, all Michigan state trunkline highways are 

federal-aid highways to which the MUTCD applies and has the force and effect of law. 

3. The USPTO regularly consults regulations prohibiting certain 

conduct in determining whether a mark was in “lawful use in 
commerce” so as to qualify for trademark protection. 

 

Respondent misunderstood the matter at issue here as whether its products 

complied with shipping and labeling requirements in areas of commerce regulated by 

Congress, such as cosmetics, food, wine, and pharmaceuticals, i.e., whether various 
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products are labeled and shipped in compliance with federal statutes, so as to constitute 

lawful use in commerce.  Response, pp. 7-11, 18-20.  However, the State’s “lawful use in 

commerce” claim is not about whether Respondent’s goods, apparel and souvenirs with the 

State’s sign met the standards required by labeling or shipping statutes.  The issue is 

whether MUTCD Standards prohibiting trademark protection for the State’s sign prevent 

Respondent’s use of the sign from satisfying the “lawful use in commerce” requirement for 

registration under the Lanham Act.  The answer is a resounding “yes” and, therefore, the 

Marks must be canceled.   

The cases Respondent cites are relevant here only insofar as they demonstrate that 

the USPTO consults statutes and regulations prohibiting particular conduct, including 

trademark protection, when determining whether use of a mark satisfies the “lawful use in 

commerce” standard.  Otherwise, the cited cases are irrelevant to the instant case. 

For example, in In re Stellar International, Inc., 159 U.S.P.Q. 48; 1968 WL 8159 

(T.T.A.B. 1968), the applicant’s shipment of cosmetics was misbranded with a label that 

included the applicant’s mark but not an accurate statement of the contents as required by 

The Federal Food, Drug and Cosmetic Act.2  Id. at *1.  The misbranded labels were used to 

establish use in commerce by the applicant.  Id. at *2.  The Board held that the question of 

whether or not the statement of contents should be required on the applicant’s label was to 

be determined by the Secretary of Health, Education, and Welfare, rather than the USPTO.  

Id.  The issue before the Board was whether the applicant’s failure to include the contents 

on the label rendered the shipment of goods “unlawful shipments” in interstate commerce 

                                            
2 Although Respondent contends that the Board is not experienced or knowledgeable in 

statutes unrelated to trademark law, the holding in In re Stellar International, Inc., 159 

U.S.P.Q. 48 (TTAB 1968) confirms that the Board is aptly suited to review whether an 

applicant’s alleged use of a mark complies with applicable laws and regulations so as to 

constitute lawful use in commerce. 
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from which no trademark rights can be derived and, therefore, barred registration of the 

application.  The Board denied registration because it could not accept “as a basis for 

registration a shipment in commerce which is unlawful under a statute specifically 

controlling the flow of such goods in commerce,” and trademark rights did not accrue to 

properly form a basis for “use of a mark in commerce.”  Id. at *3.  According to the Board, “a 

party may not enter commerce and seek registration unless and until he has fully complied 

with the particular Act of Congress which directly controls the commerce in such goods.”  

Id. at *5.  If a shipment of goods in commerce is proscribed by statute because it does not 

meet specific labeling requirements, the shipments under such nonconforming labels are 

“‘unlawful shipments’ in commerce from which no trademark rights can accrue much less 

form the basis or foundation for a federally issued trademark registration.”  Id. 

Furthermore, the Board in Stellar confirmed that it cannot turn a blind eye to 

regulatory requirements that may have an effect on registration.  Pursuant to Section 41 of 

the Act of 1946, the Commissioner promulgated Rule 2.69, “which permits the examiner, 

when the sale or transportation of any product for which registration is sought is regulated 

under an Act of Congress, to make appropriate inquiry as to compliance with such act ‘for 

the sole purpose of determining lawfulness of the commerce recited in the application.’”  Id. 

at 3.  If the Patent Office determines that an applicant has not complied with the 

regulatory act, registration may be refused until compliance is made.  Id.  While the Patent 

Office is not required to police all regulatory statutes to ensure compliance therewith, if an 

inquiry can be made and information is forthcoming that renders the subject application 

void ab initio, it would be “illogical and incongruous” to expect the Patent Office to 

“conveniently forget about it and let the information ‘slumber in the archives of the Patent 

Office.’”  Id.  If the Patent Office cannot take such action, then Rule 2.69 would be 

ineffective:  
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It seems evident that the term “commerce” whenever and wherever used in 
the trademark statute must necessarily refer to “lawful commerce”; and that 
the statute was not intended to recognize under its registration provisions 

shipments in commerce in contravention of other regulatory acts 

promulgated under the “commerce clause” of the Constitution.  To hold 

otherwise would be to place the Patent Office in the anomalous position of 

accepting as a basis for registration a shipment in commerce which is 

unlawful under a statute specifically controlling the flow of such goods in 

commerce.  (Id. at *3.) 

 

Here, the MUTCD regulates traffic control devices used throughout the country on 

roadways where federal funds are used, and MUTCD Standards must be followed by the 

states and private parties, while the guidelines, support, and options are not obligatory.  

With the Standard prohibiting trademark protection now before the Board, the USPTO 

must ensure compliance.  Because the MUTCD Standard constitutes a federal regulation 

that prohibits trademark protection for road signs that are incorporated therein, 

compliance with the regulation is not voluntary and renders registrations of the Marks void 

ab initio.   

Whether Respondent’s sale or transportation of t-shirts and other souvenirs is 

regulated by an Act of Congress, and whether Respondent has complied with any such Act 

vis-à-vis labeling its products, has no bearing on the parties’ motions.  Similarly, cases 

relating to unclean hands and unlawful commerce, as cited by Respondent, are irrelevant to 

the motions before the Board, as the issue is not about whether Respondent’s shipment of 

goods bearing the State’s sign violated a labeling statute.  Cases about whether an 

applicant misrepresented ingredients or whether an applicant’s business was unlawful, as 

cited by Respondent, are also inapposite here.  (Response, pp. 7-11.)  (Kellogg Co. v. New 

Generation Foods, Inc., 6 U.S.P.Q.2d 2045 (TTAB 1988) involves labeling issues and 

whether Kellogg complied with applicable statutes, rules and regulations pertaining to 

labeling; Satinine Societa in Nome Collettivo v. P.A.B. Produits, 209 U.S.P.Q. 958 (TTAB  

1981) involves whether a non-compliant label used in shipping goods could acquire 
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trademark rights; in Churchill Cellars, Inc. v. Graham, 2012 WL 5493578 (TTAB Oct. 19, 

2012), the Board held that the statutory requirement for label approval by the Department 

of Treasury Alcohol and Tobacco Tax and Trade Bureau was not met and, therefore, 

shipments of wine with the unapproved label did not constitute lawful shipments to 

constitute use for a trademark registration; General Mills v. Health Valley Foods, 24 

U.S.P.Q.2d 1270 (1992), relates to unlawful shipments wherein the Board stated that “[t]he 

decision herein will require the Board to make a case by case determination of the 

importance or materiality of the labeling requirement which a party may have 

violated . . . .”; in In re Taylor, 133 U.S.P.Q. 490 (TTAB 1962), specimens failed to show 

lawful use where the label failed to include information required under the Federal Food, 

Drug and Cosmetic Act.)  Similar cases relied on by Respondent are also irrelevant for the 

same reasons.  See Response, pp. 18-19.   

Without question, Respondent’s assertions, and cases cited in support, misconstrue 

the matter at issue.  Because Respondent is not the owner of the State’s sign design and 

cannot, under federal regulation, use the sign design in commerce so as to qualify for 

trademark protection, Respondent cannot satisfy the conditions set forth in the Lanham 

Act for trademark registration and the Marks must be canceled. 

4. The State is not required to prove its claim by clear and convincing 

evidence. 

 

Consistent with its misapprehension of the issue, Respondent misstated the law 

applicable to the State’s lawful use in commerce claim.3  The “clear and convincing” burden 

                                            
3 Respondent also misstated the issue of lawful use as one of illegality to which TMEP § 907 

applies.  The State’s Motion does not allege illegal conduct by Respondent.  Nor does the 
State allege that Respondent cannot use the State’s sign on apparel, drinkware or other 
souvenir and novelty items.  Despite the parties’ dispute, the State wishes Respondent 

continued success, but cannot condone, encourage, or turn a blind eye to Respondent’s 
efforts to exercise trademark rights over the State’s sign design, which Respondent does not 
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of proof proposed by Respondent is not required here.  Rather, the clear and convincing 

standard applies where a party asserts that an applicant failed to comply with an FDA 

labeling statute.  In other words, the State is not required to prove its lawful use in 

commerce claim by clear and convincing evidence because – and Respondent left out 

crucially important language here – the State does not seek to show that use by Respondent 

“was unlawful by virtue of noncompliance with a labeling statutory provision.”  Churchill 

Cellars, supra at *7.  The language of the FDA labeling statute at issue in the cases that 

Respondent relies on sets labeling requirements.  In Churchill Cellars, the court held that, 

in the absence of an FDA ruling as to whether the label complies with the statute, one must 

show by clear and convincing evidence that the applicant failed to comply with the labeling 

statutory requirements.  Id.  The issue before this Board is simple and does not require an 

analysis of whether Respondent complied with such statutory requirements.  Instead, the 

Board must enforce the Lanham Act, and ensure compliance with federal regulations 

prohibiting trademark protection for the State’s road sign, by canceling registration of the 

Marks that Respondent does not own and that were not in law use in commerce.  The “clear 

and convincing” standard proposed by Respondent does not apply here because this case is 

not about whether Respondent’s sale of goods, vis-à-vis a label affixed to the goods, complies 

with a labeling statute, or the like. 

To the extent the cases cited by Respondent are even remotely relevant here, it is 

limited to the Board’s requirement of an agency determination as to whether compliance 

with a statute has been met.  In this case, the FHWA approved Michigan’s use of its sign 

design dating back to 1973 when it first issued the MUCTD.  Thus, there is no dispute 

about whether the State’s sign satisfies MUTCD requirements; the FHWA has already 

                                            
own and which is not subject to trademark protection. 
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determined that it does and that it is not subject to trademark protection.  Giving effect to 

federal regulations and the FHWA’s determination that the State’s sign complies with the 

MUTCD, and is incorporated therein by supplement, compels cancellation of the trademark 

registrations on the Marks.  

5. FHWA’s approval of the State’s supplement is not subject to notice-

and-comment rulemaking. 

Respondent contends, without any factual or legal bases, that the FHWA’s approval 

of the State’s supplements to the MUTCD adopted by Michigan is subject to notice-and-

comment rulemaking.  However, as explained by the FHWA, the State’s adoption of the 

MUTCD with a State supplement is permitted so long as the supplement is in substantial 

conformance with the MUTCD.  For example, states cannot omit or change a MUTCD 

“shall” to a “should” or a “may.”  (Ex. 43, p. 6.)  The FHWA’s approval of the State’s 

supplement confirms that it is in substantial conformance with the MUTCD, i.e., “[it] 

conforms as a minimum to the standard statements included in the National MUTCD.”  

(Ex. 43, p. 6, FHWA FAQs; 23 C.F.R. § 603(b).)  Therefore, because a State supplement 

conforms to, but does not substantively change, the MUTCD, common sense dictates that 

there is no requirement for notice and comment.   

Respondent further speculates that it is “improbable” that the State’s inclusion in 

the MUTCD of its road sign via a supplement approved by FHWA is enforceable.  

(Response, p. 20.)  However, according to the FHWA, for purposes of enforcement, “when 

traffic control devices are installed on a federal aid project,” the Code of Federal 

Regulations applies and requires such devices to comply with the MUTCD.  See Ex. 43, p. 6.  

Here, all State trunkline highways involve federal aid and are marked by the diamond 

design sign.  Therefore, the MUTCD, as supplemented by the State, applies. 
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II. Respondent’s affirmative defenses of laches and acquiescence fail because 

such equitable defenses do not apply to a “lawful use in commerce” case or 

to governmental entities acting in their sovereign capacity to protect the 

public welfare or enforce a public right. 

Respondent asserts, again without any factual basis, that the State waited too long 

to complain that Respondent’s use of the State’s signs failed to satisfy the lawful use in 

commerce element required for trademark registration.  However, pursuant to long-

standing precedent of the TTAB, as well as that of federal and state courts, Respondent’s 

defenses fail here where the State is a governmental entity acting in its sovereign capacity 

to protect the public welfare and enforce a public right, and because laches and 

acquiescence do not apply to the State’s “lawful use in commerce” claim.  

A. The equitable defenses of laches and acquiescence do not apply to a “lawful 
use in commerce claim.” 

The TTAB has made clear that equitable defenses “in the nature of laches, estoppel 

or acquiescence,” which have come to be known as the “Morehouse defense,” are not 

applicable in all cases, including when the ground asserted for cancellation is that the 

party’s use is unlawful because it is prohibited by law.  See U.S. Olympic Committee v. O-M 

Bread Inc., 29 U.S.P.Q.2d 1555; 1993 WL 574463 (1993).  The facts here are on par with 

those in Olympic Committee, where the TTAB found that the applicant’s use of the mark 

OLYMPIC KIDS violated Section 110(c) of the Amateur Sports Act, 36 U.S.C. 380(c) and, 

therefore, the use was not lawful use in commerce.  Id. at *2.  The applicant invoked the 

Morehouse defense and claimed that its incontestable registrations for OLYMPIC and 

OLYMPIC MEAL for bread and bakery products meant that the opposer could not suffer 

additional damages if a registration for OLYMPIC KIDS issued.  The TTAB rejected the 

applicant’s argument, finding that the equitable defenses of laches and acquiescence do not 

apply where the ground asserted is that the applicant’s use is unlawful because it is 

prohibited by law.  Id. at 3.  See also, Schnur & Cohan, Inc. v. Academy of Motion Picture 
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Arts & Sciences, 223 F.2d 478; 106 U.S.P.Q. 181 (T.T.A.B. 1955) (laches does not apply 

where the mark is void). 

The facts in the instant case mandate the same result.  The Board has held that the 

State has standing to assert claims as set forth in the Second Amended Petition, including 

its lawful use in commerce claim based on federal regulations that prohibit trademark 

protection for signs in the Manual.  Equitable defenses of laches and acquiescence cannot 

be invoked to defeat the State’s claim that Respondent’s use of its sign was not lawful use 

in commerce so as to be eligible for trademark registration under the Lanham Act.  Olympic 

Committee at *3.  Accordingly, the State’s Motion should be granted, and Respondent’s 

Motion should be denied.  

B. Respondent’s equitable defense of laches is inapplicable against the State 

acting in the public interest and to protect public rights in the State’s sign.  

Under the Summerlin rule, the Supreme Court has held that laches is “no defense to 

a suit by [a governmental entity] to enforce a public right or protect the public interest.”  

U.S. v. Philip Morris Inc., 300 F.Supp.2d 61, 72 (D.C. Cir. 2004) (citing U.S. v. Summerlin, 

310 U.S. 414, 416 (1940)).  According to the Supreme Court, “the ‘continuing vitality’ of this 

rule rests on ‘the great public policy of preserving the public rights, revenues, and property 

from injury and loss, by the negligence of public officers.’”  Philip Morris at 72-73 (citing 

Guaranty Trust Co. of New York v. U.S., 304 U.S. 126, 132 (1938).  As explained supra, 

Respondent has improperly exercised trademark rights over the State’s sign by claiming to 

use it as a trademark, registering trademarks on the sign, and threatening to sue numerous 

entities for using the State’s route markers to promote the scenic Michigan region in which 

their businesses are located.  Respondent cannot be permitted to act contrary to federal 

regulations and to harm the public.  There can be no dispute that the State is acting in the 

public interest by seeking adherence to federal regulations intended to prevent exclusive 



22 

 

use of the State’s sign, and protecting public rights to use the State’s sign which, pursuant 

to federal regulations, is in the public domain and not subject to trademark protection.  

Therefore, Respondent’s laches defense does not apply. 

C. To the extent the Board determines that the equitable defenses may be 

asserted, Respondent has failed to meet its burden to show prejudicial 

reliance.  

To the extent the Board finds that laches and acquiescence may be considered, the 

facts in this case confirm they do not apply.  The equitable defense of acquiescence “is 

available when a plaintiff has responded to a defendant’s actions with implicit or explicit 

assurances upon which the defendant relied,” and focuses on a party’s response to the 

offending action; any response that might constitute acquiescence must come after the 

responding party is aware of the action.  Emmpresa Cubana Del Tabaco v. Culbro Corp., 

213 F.Supp.2d 247, 276 (S.D.N.Y. 2002) (finding that interviews were not a “response” to 

allegedly infringing conduct and cannot constitute acquiescence).  To prove its laches 

defense, Respondent has the burden to “demonstrate: (1) a delay in asserting a right or a 

claim; (2) that the delay was not excusable; and (3) that there was undue prejudice to the 

party against whom the claim was asserted.”  Cross Country Home Services, Inc. v. Home 

Service USA Corp., 2010 WL 331752, *10 (S.D. Fla. 2010).   

Here again, Respondent misstates the facts.  The State learned of Respondent’s 

trademark claims in 2011 and contacted Respondent to discuss the matter.  Michigan 

businesses in the business of marketing and advancing Michigan businesses, including 

Michigan Economic Development Corporation (MEDC), through its Pure Michigan 

campaign, and MiQuest, via a Michigan Celebrates Small Businesses program, recognized 

Respondent as a successful business.  (Exs. 51 and 52.)  Respondent accepted the 

recognition while in discussion with the State about wrongful registration of the State’s 

sign and after the Attorney General’s Opinion was issued in 2012.  When the parties 
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reached a stalemate in October 2013, nearly two years after discussions began, Respondent 

understood that the State would pursue legal or administrative remedies.  Ex. 53.   

Respondent cannot argue in good faith that it understood the recognition of 

Respondent’s business success in 2013 constituted implicit or explicit assurance that the 

State did not intend to challenge the validity of the Marks, months after the Attorney 

General’s Opinion was issued and while the parties were continuing their efforts to reach 

an amicable resolution of their dispute over Respondent’s trademark claims.   Furthermore, 

Respondent failed to show that the State gave any explicit assurances that it would not 

seek to protect the public’s interest in and rights to use the State’s sign based on the 

language of the MUTCD.  In fact, Respondent was fully well aware that the State had every 

intention to do so.  Therefore, Respondent’s acquiescence defense fails. 

Respondent’s laches defense also fails because it cannot demonstrate prejudice, as 

cancellation of the Marks does not change its ability to conduct business and continue 

selling products bearing the State’s sign.  Cancellation simply means that Respondent 

cannot enforce the Marks against others, which it knew that it did not have the right to do 

from the start because the State’s sign was included in the MUTCD by supplement and the 

MUTCD prohibits trademark protection for signs in the Manual.4  Respondent even 

revealed that it “has substantially expanded its business in reliance on Petitioner’s 

inaction,” rather than on a reasonable and good faith basis for seeking trademark 

protection based on lawful use in commerce.  (Response, p. 24.)  In other words, Respondent 

knew that the State’s sign was not protectable as a trademark, but applied for registration 

                                            
4 Notably, Respondent claimed that it “has been clearly prejudiced” because the State could 
have taken action” to cancel the Marks in 2007, although only the Apparel Mark, i.e.,   

(Reg. No. 3348635), was registered in December 2007.  (Response, p. 23.)  Respondent also 

claimed that, in 2007, it relied on its “ownership of trademark rights” in both Marks to grow 

its business.  (Response, pp. 23-24.)   
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anyway to see if it could get away with it.  Prejudice cannot result from Respondent’s 

unreasonable reliance on hijacking trademark rights that it knew or should have known 

were prohibited by federal regulation.  See Schnur & Cohan, 223 F.2d at 481-483.  Thus, its 

laches defense fails. 

As to delay, Respondent’s Retail Mark, i.e.,          (Reg. No. 3992159), was registered 

on July 12, 2011, less than five (5) years before the State filed this proceeding in 2013.  

Thus, the State’s petition to cancel the registration is not barred by laches.  See Valmor 

Products Co. v. Standard Products Corp., 464 F.2d 200; 174 U.S.P.Q. 353 (1st Cir. 1972). 

As for the Apparel Mark, contrary to Respondent’s assertion, the State was not 

notified in May 2010 that the Good Hart Store received a cease and desist letter.  Notably, 

Respondent did not produce a cease and desist letter allegedly sent to Good Hart in or 

before May 2010.  Rather, as shown in Exhibit N to Respondent’s brief, in May 2010, the 

Good Hart Store submitted an inquiry to the State about ownership and rights to use the 

State’s sign.  Neither a cease and desist letter nor trademark registration were 

raised.  Rather, the timeline submitted by the Good Hart store confirmed that Respondent 

first contacted Good Hart in April 2011.  (Ex. 45, MDOT000007.)  Moreover, because the 

State’s sign was not protectable as a trademark under federal regulation, and has been 

widely recognized, known and used by the public to refer to northwest Michigan for nearly 

a century, the State had no reason to suspect that anyone could secure trademark rights so 

as to require it to track trademark publications, until notified by the Good Hart Store in 

November 2011.  Thus, any delay by the State was excusable.  See Loma Linda Food Co. v. 

Thomson & Taylor Spice Co., 126 U.S.P.Q. 261 (TTAB 1960) (if the party had no knowledge 

that its rights were being invaded and was not chargeable with such knowledge, laches 

does not apply). 

Upon receiving notification that Respondent had made trademark infringement 



25 

 

threats, the State promptly undertook an investigation of the matter and reached out to 

Respondent in an effort to resolve the matter amicably.  The parties’ representatives 

discussed the issues and met in person several times over the course of nearly two 

years.  (Exs. 46-49.)  In 2012, the Attorney General issued an opinion confirming that the 

State’s sign may not be protected as a trademark.  (Ex. 50.)  In late 2013, when it became 

clear the parties could not resolve the matter, the State filed the Petition to Cancel. 

Any delay as a result of the settlement discussions is not a basis for laches.  Cross Country 

Home Services, supra.  

Clearly, Respondent failed to establish prejudice or delay, and lacked any good faith 

basis for claiming that it conducted business in reliance on valid registrations or that the 

State had abandoned its rights.  Indeed, the Supreme Court has confirmed that the State 

cannot abandon its right to act in the public interest and for the rights of the public.  While 

cancellation of the registrations does not prevent Respondent from continuing to sell its 

wares with the State’s sign, allowing the State’s sign to be trademarked harms the State 

and the public’s interest in the sign. 

REQUEST FOR RELIEF 

Based on the foregoing, together with the facts and argument set forth in the State’s 

Motion, the State respectfully requests that this Board grant summary judgment in favor of 

the State and cancel the trademark registrations at issue. 

Respectfully submitted, 

 

By:  /s/Toni L. Harris      Date: October 22, 2015   

 

Toni L. Harris, Assistant Attorney General 

Transportation Division 

Van Wagoner Building 

425 W. Ottawa, 4th Floor 

Lansing, MI 48913 

Tel: 517-373-1470 

Fax: 517-335-6586 































































































































































































































































































































































































IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

State of Michigan   ) 

    ) 

 Petitioner,   ) Reg. Nos.:  3992159 

    )   3348635 

   ) 

v.   )  

   ) 

M22, LLC,   ) Proceeding:  92058315 

   ) 

   ) 

 Registrant.   ) 

   ) 

 

CERTIFICATE OF SERVICE 

 

 I, Susan Lubitz, legal secretary to Assistant Attorney General Toni L. Harris, 

certify that on October 22, 2015, I served a true and correct copy of Petitioner State 

of Michigan’s Combined Brief in Reply and Response to Respondent’s Cross-Motion 

on Registrant’s counsel of record by via electronic transmission. 

       /s/ Susan Lubitz___________________ 

       Susan Lubitz 


